Docket No.: 1254-0328PUS1 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
KazuwaNAKAO et al. 

Application No.: 10/594,920 Confirmation No.: 5293 

Filed: September 29, 2006 Art Unit: N/A 

For: THERAPEUTIC OR PROPHYLACTIC AGENT Examiner: Not Yet Assigned 
FOR ARTHRITIS 

INFORMATION DISCLOSURE STATEMENT 
(SUBMISSION AFTER FILING OF AN APPLICATION BUT BEFORE FINAL 
REJECTION OR NOTICE OF ALLOWANCE OR CONCURRENTLY WITH A RULE 

1.114 RCE APPLICATIONS 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Pursuant to 37 CF.R. §§ 1.97 and 1.98, applicant(s) hereby submit(s) an Information 
Disclosure Statement for consideration by the Examiner. 

I. LIST OF PATENTS. PUBLICATIONS OR OTHER INFORMATION 

The patents, publications, or other information submitted for consideration by the Office 
are listed on the PTO-SB08(s), attached hereto. 

II. COPIES 

^ a. Copies of cited U.S. patents and patent application publications are not included. 
Copies of foreign patent documents and non-patent literature are included. 
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□ b. Some or all of the documents listed on the PTO-SB08 are not enclosed because 
they were cited in the International Search Report and copies should already be in the PTO file. 
If copies axe needed, please contact the undersigned. 

□ C. REFERENCES PREVIOUSLY CITED OR SUBMITTED - Pursuant tO 37 C.F.R. 
§ 1.98(d), consideration of information listed on the PTO-SB08 form(s) is requested since any 
patents, publications, or other information which are listed on the PTO-SB08 form(s) but for 
which copies are not enclosed herewith, were previously cited by or submitted to the PTO in one 
of the following applications which has been relied upon for an earlier filing date under 35 
U.S.C. § 120: 

U.S. Appl. No(s) and U.S. Filing Date 

III. CONCISE EXPLANATION OF THE RELEVANCE 

(check at least one box) 

□ a. DOCUMENTS IN THE ENGLISH LANGUAGE - The patents, publications, or other 
information listed on the attached PTO SB08 are in the English language and therefore, do not 
require a statement of relevancy. 

^ b. DOCUMENTS NOT IN THE ENGLISH LANGUAGE - A concise explanation of the 
relevance of all patents, publications, or other information listed that is not in the English 
language is as follows: An English language abstract is attached to JP 2003-104908 A. 

□ c. ENGLISH LANGUAGE SEARCH REPORT - An English language version of the search 
report or action that indicates the degree of relevance found by the foreign office is attached, 
thereby satisfying the requirement for a concise explanation. See MPEP 609(III)(A)(3). 

□ d. OTHER - The following additional information is provided for the Examiner's 
consideration. 
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IV. FEES (check one box) 

□ a. This Information Disclosure Statement is being filed concurrently with the filing 
of a new patent application; therefore, no fee is required. 

n b. This Information Disclosure Statement is being filed concurrent with the filing of 
a continuation-in-part, continuation, or divisional patent application; therefore, no fee is required. 

□ c. This Information Disclosure Statement is being filed within three months of the 
filing date of a national application (37 C,F.R. § 1.97(b)(1)). No fee or statement is required. 
(This section is not to be used with RCE's,) 

□ d. This Information Disclosure Statement is being filed within three months of the 
date of entry of the national stage as set forth in § 1.491 in an international ^plication (37 C.F.R. 
§ 1.97(b)(2)). No fee or statement is required. 

□ e. This Information Disclosure Statement is being filed concurrently with the filing 
of a Request for Continued Examination under § 1.114 (37 C.F.R. § 1.97(b)(4)). No fee or 
statement is required. 

^ f. This Information Disclosure Statement is being filed before the mailing date of a 
first Action on the merits (37 C.F.R. § 1.97(b)(3)). No fee or statement is required. In the event 
that a first Office Action on the merits has been issued, please consider this IDS under 37 C.F.R. 
§ 1.97(c) and see the statement under 37 C.F.R. § 1.97(e) below, or, if no statement has been 
made, charge our deposit account for the fee as required by 37 C.F.R. § 1.1 7(p). 

□ g. This Information Disclosure Statement is bemg filed before the mailing date of a 
Final Office Action under 37 C.F.R. § 1.113 (See 37 C.F.R. § 1.97(c)(1)) or before the mailmg 
date of aNotice of Allowance under 37 C.F.R. § 1,31 1 (See 37 C.F.R. § 1.97(c)(2)). 



□ 
or 



No statement; therefore, a fee as required by 37 C.F.R. § L17(p) is attached. 
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n See the statement below. No fee is required. 

V. STATEMENT UNDER 37 CF.R. $ L97(el 
(check only one box) 
The undersigned hereby states that: 

Q a- Estch item of information contained in the IDS was first cited in any 
communication from a foreign Patent OfGce in a counterpart foreign application not more 
than 30 days prior to the filing of this IDS; or 

r~| b. Each item of information contained in the IDS was first cited in any 
communication from a foreign Patent Office in a counterpart foreign application not more than 
three months prior to the filing of this IDS; or 

□ c. No item of information contained in the IDS was cited in a communication from a 
foreign Patent Office in a counterpart foreign application, and, to the knowledge of the person 
signing the certification after making reasonable inquiry, no item of IDS was known to any 
individual designated in 37 CF.R. § 1.56(c) more than three months prior to the filmg of the 
IDS. 

□ d. Some of the items of information were cited in a communication from a foreign 
Patent Office. As to this information, the undersigned states that each item of information 
contained in the IDS was first cited in a communication from a foreign Patent Office in a 
counterpart foreign application not more than three months prior to the filmg of this IDS, As to 
the remaining information, the undersigned hereby states that no item of this remaining 
information contained in the IDS was cited in a communication from a foreign Patent Office in a 
counterpart foreign application and, to the best of my knowledge after making reasonable 
inquiry, was known to any individual designated in 37 CF.R. § 1.56(c) more than three months 
prior to the filing of this statement. 
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VI. PAYMENT OF FEES (check one box) 

n The required fee is listed on the attached Fee Transmittal. 
^ No fee is required. 

If the Examiner has any questions concerning this IDS, he/she is requested to contact the 
undersigned. If it is determined that this IDS has been filed lander the wrong rule, the PTO is 
requested to consider this IDS under the proper rule and charge the appropriate fee to Deposit 
Account No. 02-2448. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to our Deposit Account No. 02-2448 for 
any additional fees required under 37 C.F.R. § 1.16 or under § 1.17; particularly, extension of 



time fees. 



Dated: January 1 6, 2007 



Respectfully submitted. 



Gerald Ml Mu#iy, Jr. / // 
Registration N(^: 28,977 ' ^ 
BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 




Attachment(s): 

EI PTO-SB08 

^ Dociiments 

□ Foreign Search Report 

□ Fee 

□ Other: 
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FT0/SB/0BAJB(pM6) 
Approved for use through 03^1 ^7. OMB0651-a»1 
U.S. Petent and Trademait OfRee; U.S. DEPARTMENT OF COMMERCE 

Undir th» P^ptiwork Reduction Act or 1996. no pofwnt arv ivqiM 



Substitute for fom 1 449/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 


Complete if Known 


Appllcatiofi Number 


10/594,920-Conf.#5293 


Filing Date 


September 29, 2006 


First Named Invenlor 


Kazuwa NAKAO 


Art Una 


N/A 


Examiner Name 


Not Yet Assigned 


Sheet 1 of 1 


Attorney Docket Number 


1254-0328PUS1 



U.S. PATENT DOCUMENTS 


Examiner 
mitiats' 


Cite 
No.' 


Document Number 


PublcfltlonDato 
MM-OD-YYYY 


Name of Patentee or 
AppHeant of Cled Document 


Pages, Column*, Lkiea, Where 
Relevant Pasgages or Retavant 
Figuraa Appear 


Number-Kind Coda^ ( iflMHm) 















FOREIGN PATENT DOCUMENTS 


Examher 
Initials* 


Cite 
No.' 


Foraign Patent Document 


Pubfication 
Date 

MM^D-YYYY 


Name of Patentee or 

Applfcant of Cited Document 


P^)««. Columns, Unas, 
V\AierB Relevant PassaQes 
Of Retevarrt Fioures Appear 




County Code'-Wimtwf'-Kind Code* fif known) 




BA 


JP-2003-104908 


04-09-2003 









^XAMWER: Inilial if reference oonsideied. whether or not citation is in mn to rmanee with MPEP 609. Draw line tt^rough cilatioo if not in conformance and not 
eonsiderad, Include copy of Ihie form witi* obkI communicalion to epplicanL 'AppBeanre unique dlatipn designation numlser (optional). ' See Kinds Codes of 
USPTO Patent Document* at wvw.usptoqw or MPEP 901.04. ' Enter Office thet issued the document, by the two-tetter code (WlPO Standard ST.3). For 
Japanese patent documents, the indlcetion of He year of tha reign of the Emperor must precede Ihe serial number of the patent document. Kind of document 
by Ihe epfxopriale symbols as indlcetad on the document under WlPO Standard ST. 16 if possible. *Applcant Is to place a chacl< merit here if English language 
TrmMion is attached. 



NON PATENT LfTERATURE DOCUMENTS 


Examiner 
initials' 


Cite 
No."' 


Include name of the author (In CAPITAL LETTERS), title of the article (when appropriate), title of the item (book, 
magazine, journal, serial, symposium, catalog, etc.), date. pafle(5), volume-issue number(s), publisher, city 
and/or counirv where published. 


r 




CA 


JOHNSON et at., J. of Biological Chemistiv. Vol. 278. No. 21. do. 18824-18832, (2003). 






CB 


KIEMER et a!., Endocrinology. Vol. 143. No. 3. pp. 846-852. (2002). 






CO 


YASODA et al.. Natiwe Medicine. Vol. 10, No. 1. pp. 80-86. (2004). 





•EXAMINER: Initial if retarence constdered. whether or not cMstlcn ie in confonnsnce with MPEP 609. I>fbw line through citsAlan if net in contormence and not 
considered. Include copy of Ihls form with nnctccmmunicstion to appNcam 

^App^carte* unique dtalion dosignaUon nmbtr (cptianal). *Applieent is to place e chedt marK here if Engish tanguaga Translation is attached. 



Examiner 




Date 


1 






Considered 
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Dock^i ]<lo.: 1 254-032gFUS 1 

IHTEEUNITEB STATED iWFENT AND TliADEMARE OFFICE 

in re Palem Api^jlicmiDii ofc 
Kazuwa N^KAO est al. 

Filed: Ssjptob^r 29, 2006 Art Uoit: N/A 

For: THERAPEU l ie OR FR0PMYi.A€11C AGENT Bxarninen Not Yet Assigned 
FORARTH RIII S ; 

LETTER S 

Gommissioow tbr Patents 
E0> Bm 1450 
A!examina,YA 22313-1450 

Sir: 

Enclosed herewith are copies of the dociimems thnt were cited jb the temalional Search 
R^^port and lbi^;d on the Form PTO-SB08 filed with the loibrmation Disciosiire StatemerEl on 
September 29, 2006. 

thQ FTO is requested to make ib&m documciits of i^cord in the file of the pieseBt 
applioatlc^ atid to return initialed Fomi PTO-SBOB to the undersigned. 



pook^ No,: 1154«28MJSi 



If ii^c^issary, iie Commissifjiier is hereby authorfeed in thw, coliemrent, mii feture 
replies, to charge payaidnt 6r ci^dit m^tpaymciit to our Deposit Accmmt No; (12*2448 for 
any additional fe requir^^ § 1.16 or ujidex § 1 J7; particMiarly, meHslM of 



Dated: lanmiry 200? Respectfully submiited, 



(jeSfrSt M^jrpbV. Jr. / / 

Remstrati0n ]^o./2S,977 ..■{/ 

[URCiK S n#ART> kOLASCH & BlRCIi LLP 

8110 Oa^choit^si Road 

Suite 100 j-iast 

P.O. BoK 747 

Falls Church, Virginia 22040-0747 
(703) 205-BOOO 
Attorney for Applicaiii 

Att^clmients: Docoments cited m Sesaruh Report (11) 
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NEW 
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Not Yet Assigned 
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TENT bocbiiftENTs 


Exar?:swF 1 Cite ; " " 


Pubijc!at»*> date 


Name ^it Pgffsritee or 














06-01-2084 


Nakao 0t 




]mn{is^-26o^/Qn 


07^1 5^2004 










]p^^ i US- 5,340, Cj2Q 


OS-23 1994 
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Nsme <?f ?*vt55m©& or j 








CM 


C«j; vjy CkKJiir" -Nysmoer-Kif iK^ Code:'' {its>:tK>w>'>) 






ISRj 




BO'-' 


JP-S9-S122i-A 








- ^ 








' ' • ^ i — 


"iSR 






JP-4'-327o9-S-A 


11-17-1992 










JP>11vi 96875^ 


D7-27-1S99 




TSRj 



£;<irs!do?fs>d. i^isiufe GO<>y 'ihi^ form wiitn ji-sy? j^opnfrtwicstfcn to appik^ni * i^?Ti: HQ.: Ti'wse 3f>p!i<;:5ii-or>(s} w^ich iftJ^^yiS wi?t^ c^?; s:;vffi* aiiierixk r ■ 'se^! 
Cii6 f«tsywp:wi.i uirx^&ir S7 CrR ■■ 3iHis}t2^{\\}i> iKtcaii^-j thg! w:&s csftvj' .3a:i<i SO, i;iX;S w is svai:i-sJ:.it! ii> ths iFVv, c;;rj; fjo ■ 

Cf>!":ur?if:;n(at*tjici's ^^!■^: afi dayfciia sateii^k ■'^) :y<ixi io 'ti^ Cits .^ic> sf& suf;f.<:;i5'ii bsi;fj.!js« if^sy" vvfM't;- prtn'i;>L:&!j' ^iK-c.:: s^^i^fir"*'.! 



j HOH PATENT UTERATORE DOCUMENTS 


f*')c8»ri>v»ri ■'^i^ ( ^iKJutfe mrmi of the autio:- (in CAPtTAi, LETTE-RS), ^'^f.cf itie sd-ds iwhsn spprapsiste), Mie of the itetrt {jbcox, 
Ir.iv. '4* '"' i f^c"' ' ma^93KnSy|cf«fnt8J,- asfSa!, syitrsposjum, catajog. etcX date, f>3$e(St.;. vcSuFne -issue: fsufnberfs}. pwb^M®'. ciiy 
r-'*®'" t i and/Of rx3<!imry vrfi^ 




1 1 CA** 1 yasato KOMATSD- etaf -, Ollnica; G^fcitsm, 2003, lS( 1 2), 1578 to I.Sdi 

1 \c^^ [yasoqaas^^ 




j 1 1 Ksgaku KeRkyiihi Hojoliln Humsn Gemxrie Saisei Jryo Hado Kenkfu J igyo), 2064. March, 

j pages 10 1& IS 

j jciT* iHirosirKAVVAO^^^ Mediclrkg, 200^^3 S:<;*<^1S^ ? , pages e/d^to 678 


SSR 
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